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Foreword

International Trade Regulation, right from GATT 1947 Agreement to the pres-
ent day has witnessed a sea change as modes of trading changed with time.
The shift from GATT 1947 to GATT 1994 introduced Intellectual Property
Rights (1PR) in an effective manner through long years of negotiations. The
Agreement on Trade Related aspects of Intellectual Property Rights (TRIPS)
became a pillar of the World Trade Organisation (wTo0). Directly interfacing
between GATT and 1PR, TRIPS addressed number of issues and forcing many
wTO members to change their laws, but one of the issues that remained open,
was ‘Exhaustion’ of IPR.

This book addresses this issue of exhaustion most vividly, explaining the
rationale of patents, managing ubiquity through patent exhaustion. The evolu-
tion of exhaustion principle in different jurisdictions is remarkable. Gradually
bringing readers to wTo regulation, not only different modes of exhaustion
and treatment of parallel trade is established, but the exegesis of exhaustion
principle under TR1Ps as well as GATT and GATSs is unprecedented. The book’s
analyses of MFN and National Treatment and the exceptions to them, sup-
ported by detailed elaboration of GATT Panels and Appellate Body Reports
is noteworthy. As the author moves to the negotiation history of TRr1PS, the
meticulous detail, literally takes one back to the negotiations. Interesting to
note that the author does not stop at that but studies exhaustion in the pleth-
ora of regional trade blocs. Further, the link between Trade Regulations, 1PR
and Competition Policy which is often overlooked is also well captured. Finally,
one of the most critical aspects of public policy, the interface between patents
and international trade is captured in every aspect of international trade, lead-
ing to the TRIPS amendment.

I commend the author for his painstaking research, robust arguments and
vast comparative analyses of different legal jurisdictions. The author’s grasp
over the subject speaks about his in-depth knowledge and experience, his abil-
ity to explain lucidly is indeed laudable. Such a comprehensive book that cov-
ers one of the most complicated issues of patent law, as well as TRIPS, GATT
and GATs, undoubtedly makes an indispensable reading for those engaged in
legal practice, academia and policy making on 1PR and wTo. I congratulate
the author for this valuable contribution to international trade law and 1PR
scholarship.
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New Delhi, September 2022



Preface

Parallel trade of products protected by intellectual property, in particular pat-
ents, has been a long-standing and unresolved issue in intellectual property
law. International trade in original goods put lawfully on a market abroad
and imported at lower prices to the benefit of consumers has been consid-
ered detrimental to intellectual property. Despite an overall commitment to
open market and free trade, parallel trade is met with persistent resistance and
often called grey imports, suggesting unlawfulness, or at least illegitimate trade
impairing monopoly rights and rents. It challenges the tradition of nationally
defined and protected intellectual property rights.

With the advent of the TR1PS Agreement and the incorporation of intellec-
tual property standards and enforcement in the multilateral trading system of
the World Trade Organization and in bilateral or plurilateral agreements, the
problem of parallel trading was linked to the broader agenda and framework of
international trade and the principles of wto law. The present thesis explores
the wider implications of provisions of the TRIPS Agreement beyond Article
6 and includes a detail assessment of the implications of GATT and the GATS
Agreements. It links the problem not only to international trade regulation but
also to regional trade agreements, in particular EU law, and disciplines of com-
petition law and policy.

Since parallel trade goods relates to the geographical origin of the product,
and not the nationality of the right holder, restrictions are subject to national
treatment and the ban on quantitative restrictions, exceptions from which
required detailed justification under Article XX GATT and Article XIv GATS.
They have to meet the necessity test and thus call for the least restrictive man-
ner in pursuit of a public policy goal. The thesis draws attention to this wider
regulatory field and takes issue with the widespread opinion among intellec-
tual property lawyers that Article 6 TRIPs exhaustively deals with the matter
and leaves it to full discretion of Members of the wro.

The thesis concludes that the doctrine of international exhaustion offers a
convincing answer within the multilateral trading system, and that the doc-
trines both of national and regional exhaustion do not stand the legal test of
international trade regulation. In light of persistent and long-standing insist-
ence on national exhaustion and the territoriality of intellectual property
rights in the patent field by industries affected, this is a challenging, but well-
founded and well-argued proposition. The thesis succeeds to support the prop-
osition with a multitude of legal and policy arguments. It doing so, it offers the



XIV PREFACE

most comprehensive analysis of the subject of parallel trading and exhaustion
of rights ever produced. It makes an important contribution to the debate.

Accompanying Dr Santanu Mukherjee over many years in the pursuit of his
research has been most rewarding. The thesis was developed by the author
next to a busy professional life as a practising lawyer in India, and upon com-
pleting the MILE programme at the World Trade Institute, University of Bern,
Switzerland. Despite a busy schedule, he persistently pursued his academic
work and sets and example to all those in comparable circumstances. I am par-
ticularly glad and happy to see this volume added to the World Trade Institute
Advanced Series.

Thomas Cottier
Bern, September 2022
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